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DETAILED ACTION 
Response to Amendment 

1 . Applicant's election with traverse of Claims 1 -8 and 1 5-22 in the reply filed on 
3/12/2007 is acknowledged. The traversal is on the ground(s) that Group II and Group I 
are not a combination and subcombination. Although applicant cites claim 12 to 
discredit this, the remaining claims of Group I still do not require the particulars of the 
combination, such as a field programmable gate array, but also hardwired circuitry. 
Applicant argues that Group I, II and III are not related as a process and apparatus for 
its practice stating that the materially different process would not required implanted 
electrodes, however Examiner takes the position that implantable electrodes are used in 
brain stimulation systems, as well as pointing out that the restriction requirement is 
proper so long as it can be shown that the apparatus can practice any other materially 
different process per MPEP 806.05. In light of the previous arguments the traversal of 
the restriction is found not to be persuasive. 

2. The requirement is still deemed proper and is therefore made FINAL. 

3. Claims 9-1 4 and 23-42 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 3/12/2007. 
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Response to Arguments 

4. Applicant's arguments, see Applicant Arguments/Remarks page 4, filed 
11/22/2006, with respect to Claims 1-42 have been fully considered and are persuasive. 
The rejection of 8/23/2006 has been withdrawn. 

Claim Rejections • 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-8 and 15-22 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

7. Claim 1 and 15, claim connection of electrodes to the patient in line 7, and should 
be revised to include "adapted to be located ..." 

8. In Claim 1 it is also unclear whether the Applicant is positively reciting the use of 
common since wave generators or not. 

9. Claims 2 and 3, claim "approximate a sine-wave-like output waveform," and is 
unclear whether this is the same sine wave as seen in claim 1, or a separate sine-like 
waveform. 

10. With regard to Claims 8 and 22, it is unclear whether the "two quadripolar leads" 
are the same two implantable electrodes as seen in Claim 1 . 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

13. Claims 1-8 and 15-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over King et al. (US 6,505,078) in view of Carter et al (US 2001/0031 999). 

14. With regards to claims 1, 2, 4,15, 16, and 18, King et al disclose electrode 
positioning for inferential stimulation therapies including: an interferential current 
generator (Col. 6, line 40) with at least two pairs of implantable electrodes (Col. 7, line 
1-18, Figs. 16-21) for stimulation of the spinal cord (Col. 4, line 53-54; Fig. 2). 

15. King et al fail to teach the use of sinusoidal signals with frequencies of at least 
500Hz but no more than 20KHz, and the formation of a beat frequency. 
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16. Carter et al teach that it is known to use sinusoidal signals with frequencies of at 
least 500Hz but no more than 20KHz, and formation of a beat frequency as set forth in 
paragraph 36, to provide for optimal therapeutic effect reference pain suppression. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the system as taught by King et al with the use of sinusoidal 
signals with frequencies of at least 500Hz but no more than 20KHz, and the formation of 
a beat frequency as taught by Carter et al, since such a modification would provide the 
system with use of sinusoidal signals with frequencies of at least 500Hz but no more 
than 20KHz, and the formation of a beat frequency for providing optimal therapeutic 
benefits for pain suppression. 

17. With regards to claim 3 and 17, King in view of Carter discloses inherently a field 
programmable gate array for controlling and steering the 2 dimensional electrode array 
embodiment disclosed. A gate array would be inherently included to control the 
polarities and voltages and combinations of such in order to create the fields 
configurations provided in figs. 16-22. In the alternative such a modification would have 
been obvious to one having ordinary skill in the art at the time the invention was made, 
since field programmable gate arrays were known to provide to enhance digital signals 
and provide a greater therapeutic combinations through the use of digital logic gates. 

1 8. With regard for claims 5-7 and 19-21, King in view of Carter disclose the claimed 
invention specifically King discloses varying pulse widths from 50-500 micro seconds, 
and even a range of 500-2000 (Col. 7, line 51) and voltages less than 11 volts (Figs. 19- 
21), but fail to teach a pulse width range of as small as 10 microseconds, as well as a 



Application/Control Number: 1 0/761 ,424 Page 6 

Art Unit: 3762 

maximum voltage of 1 1 volts. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the system as taught by King in 
view of Carter, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum workable ranges involves only routine 
skill in the art [In re Alter, 105 USPQ 233] and/or since it has been held that a prima 
facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 
227 USPQ (Please see MPEP 2144.05). 

19. With respect to claim 8 and 22, King in view of Carter discloses the claimed 
invention except for the use of two quadripolar leads. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the system 
as taught by King in view of Carter with two quadripolar leads since it was known that 
quadripolar leads are used to provide larger stimulation areas and more flexibility and 
variance in steering an electrical field. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Stoklosa whose telephone number is 571-272- 
1213. The examiner can normally be reached on Monday-Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 571-272-4955. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joseph Stoklosa 
Examiner 
Art Unit 3762 

JS ^ 

4/11/2007 Mieun 

GEORGE R. EVANISKO 

PRIMARY EXAMINER 



